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Art Unit: 1796 

DETAILED ACTION 
Claim Rejections - 35 USC § 112 

1. Claims 1, 3-10 and 16 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter which 

was not described in the specification in such a way as to reasonably convey to one skilled in the 
relevant art that the inventor(s), at the time the application was filed, had possession of the 
claimed invention. 

The specification, as originally filed, fails to provide express support for the "2,2-bis(3- 
amino-4-hydroxylphenyl)hexafluoropropane species now defining the identifier "H0CF3AB". 
While applicants make reference to a product description from Central Glass Co., Ltd. to support 
said change, said product description is currently not of record. Accordingly, absent said 
evidence, applicants' change to said identifier can not be appreciated. 

It is, furthermore, noted that the description of "H0CF3AB" in lines 19 to 20 on page of 
the specification has not been amended to correct applicants' noted error. 

2. Claims 5-8, 14 and 15 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

In claims 5-8, it is unclear as to whether the "at least one solvent" is referring to the 
solvent (claim 1, line 3) used to dissolve the polyimide or to the solvent (claim 1, line 5) used to 
synthesize the polyimide. 

In claim 5, cyclohexanone has been misspelled. 

In claim 14, it is unclear as to what is meant by a "poor" solvent. 
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In claim 14, lines 7 and 8, it is unclear as to what is meant by "a" reaction product. 
Claim Rejections - 35 USC § 102/103 

3. The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the Enghsh language. 

4. The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
maimer in which the invention was made. 

5. Claims 1 1 and 12 are rejected under 35 U.S.C. 102(e) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over US 6,627,377 (Itatani et al). 

Itatani et al disclose a positive photosensitive polyimide composition which comprises a 
i) (block) copolymer obtained from a tetracarboxylic dianhydride and a diamine component 
containing a phenolic hydroxyl group-containing diamine in combination with other diamines 
and ii) a photoacid generator. The polyimide is soluble in cyclohexanone, methyl lactate, 
anisole, ethyl acetate, etc. (column 1 1 , lines 47-5 1). The imidation reaction between the 
dianhydride and diamine components is carried out in the presence of a catalyst resulting from a 
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lactone and a base. The polyimide has a weight average molecular weight Mw of about 10,000 
to about 100,000. 

The compositions disclosed by the reference meet the requirements of the present claims 
in terms of the types of materials added. The onus is shifted to applicants to establish that the 
product of the present claims is not the same as or obvious from that set forth by the claims. 
6. Claims 1, 3, 5-12 and 16 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over US 5,340,684 (Hayase et al) 

Hayase et al disclose a photosensitive polyimide composition comprising a polyimide 
obtained from tetracarboxylic dianhydride and a diamine component containing a phenolic 
hydroxyl group-containing diamine in combination with other diamines and ii) a photosensitive 
agent. Suitable phenolic hydroxyl group-containing diamines include the same ones recited in 
applicants' claims (column 5, line 50 - column 6, line 2 and examples). The polyimide is soluble 
in ketones, ethers esters, N,N-dimethylformamide, etc. solvents (column 11, lines 25-46). 

The reference provides various compositions meeting the requirements of the present 
claims in terms of the types of materials added. The onus is shifted to applicants to establish that 
the product of the present claims is not the same as or obvious from that set forth by the claims. 

It is acknowledged that the composition in the above-rejected claims is claimed in a 
product-by-process format. Patentability considerations, however, are based on the product 
rather than on the process steps, i.e., while the claims may recite process limitations, it is the 
patentability of the product which must be established. The product presently claimed is deemed 
unpatentable because the reference discloses a product which reasonably appears to be either 
identical with or only slightly different from the claimed product. The onus is shifted to 
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applicants to provide objective evidence that the product of the present claims is not the same as 
or obvious from that set forth by the claims. 

Claim Rejections - 35 USC § 103 
7. Claims 1, 3-10 and 13-16 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
US 6,627,377 (Itatani et al) in view of U.S. 5,340,684 (Hayase et al), both described 
hereinabove. 

Itatani et al differs in essence from product-by-process claim 1, and its dependent claims, 
in not expressly exemplifying the particular hydroxyl group-containing aromatic diamines 
species now claimed by applicants. The hydroxyl group-containing aromatic diamines species 
preferred by both applicants and patentees are well known equivalents of each other and thus 
suitably interchangeable in analogous similar-such positive photosensitive polyimide 
compositions (Hayase et al column 5, lines 51-60, etc.). Itatani et al's aromatic diamine 
disclosure is deemed sufficiently generic to any aromatic diamine containing hydroxyl groups 
just so long as the hydroxyl group in the polyimide main chain is able to bind to the acid 
produced by the irradiation of the photoacid generator. Accordingly, it would have been obvious 
to one having ordinary skill in the art to have substituted applicants' preferred diamines for those 
disclosed/exemplified by Itatani et al with the reasonable expectation that said diamine species 
would successfully similarly bind to the acid produced by the irradiation of the photoacid 
generator . Absent evidence of unusual or unexpected results, no patentability can be seen in the 
use of one well-known hydroxyl group-containing aromatic diamines species for another. 

Regarding process claim 13, Itatani et al differs only in not expressly exemplifying the 
use of applicants' particular reaction solvents. The reaction solvent species preferred by both 
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applicants and patentees are well known equivalents of each other and thus suitably 
interchangeable in the synthesizing reactions of analogous similar-such photosensitive 
polyimides (Hayase et al column 10, lines 48-55, etc.). Itatani et al's reaction solvent 
disclosure is deemed sufficiently generic to any solvent normally used in the synthesis of similar- 
such polyimides. Accordingly, it would have been obvious to one having ordinary skill in the art 
to have substituted applicants' preferred reaction solvent species for those disclosed/exemplified 
by Itatani et al with the reasonable expectation of success. Absent evidence of unusual or 
unexpected results, no patentability can be seen in the use of one well-known reaction solvent for 
another. 

As to process claim 14, the use of the recited reaction solvents are clearly disclosed by 
Itatani et al (column 10, lines 45-50) and, as such, their use would have been palpably obvious to 
one having ordinary skill in the art. 

8. Claims 4 and 13-15 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
(Hayase et al) described hereinabove in view of U.S. US 6,627,377 (Itatani et al) described 
hereinabove and U.S. 5,502,143 (Oie et al). 

As to product claim 4, the use of more than one of the recited aromatic diamines in the 
production of the polyimide is clearly disclosed by Hayase et al (column 6, lines 1-2) and, as 
such, their combine use would have been palpably obvious to one having ordinary skill in the art. 

Hayase et al differ in essence from product claims 13-15 in not disclosing the 
preparation of the polyimide in the presence of a catalyst generated from a lactone and a base. 
The Itatani et al and Oie et al references teach that the use of a binary catalyst derived from a 
lactone and a base in the production of polyimides results in products having good storage 
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stability and high purity because catalytic substances are not contained in the polyimide solution 
after the reaction. Accordingly, it is maintained that it would have been obvious to one having 
ordinary skill in the art to have produced the polyimide of Hayase et al in the presence of a 
lactone and a base with the reasonable expectation that the polyimide would be governed by 
good storage stability and high purity. 

Response to Amendment 

9. Applicant's amendments and arguments filed February 19, 2008 have been fiiUy 
considered. 

The rejections based on Chiang et al have been withdrawn. 

Claims 1 1 and 12 remain rejected over Itatani et al under 35 USC 102/103 because the 
compositions disclosed by the reference meet the requirements of the present claims, as presently 
recited, in terms of the types of materials added. 

Conclusion 

10. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ana L. Woodward whose telephone number is (571) 272-1082. 
The examiner can normally be reached on Monday-Friday (8:30-5:00). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James J. Seidleck can be reached on (571) 272-1078. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Ana L. Woodward/ 
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